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J. INTELL. PROP. L.
I.

[Vol. 29:2

INTRODUCTION

What can be patented? A simple question with a very complicated answer.
“[A]ny new and useful process, machine, manufacture, or composition of matter,
or any new and useful improvement thereof” may be patented.1 Inventions may
not be patented if they “are laws of nature, natural phenomena, [or] abstract
ideas.”2 These laws of nature, natural phenomena, and abstract ideas make up
the judicial exceptions.3 35 USC § 101 does not restrict patenting fundamental
principles but the courts have always recognized an exception.4 What qualifies as
a judicial exception is where things get tricky.5 When a claim is submitted, it must
first fall into one of the categories outlined in 35 U.S.C. § 101.6 After that, it must
pass the Alice test.7 The Alice test is a two-step test to determine whether or not
a judicial exception applies.8 That is where the problem lies. Simply put, the Alice
test is inadequate.9
The Alice test (also referred to as the Mayo test) is as follows: Step 1: Is the
claim directed towards a law of nature, natural phenomena, or abstract idea?10 If
no, the patent can be granted subject to the rest of 35 U.S.C. §100 et seq. If yes,
35 U.S.C. § 101.
Diamond v. Diehr, 450 U.S. 175, 185 (1981); see Alice Corp. v. CLS Bank Int'l, 573 U.S. 208,
216 (2014) (“Laws of nature, natural phenomena, and abstract ideas are not
patentable.”); Diamond v. Chakrabarty, 447 U.S. 303, 309 (1980) (“The laws of nature,
physical phenomena, and abstract ideas have been held not patentable.”); Parker v. Flook, 437
U.S. 584, 589 (1978) (“[A]n algorithm, or mathematical formula, is like a law of nature, . . . a
law of nature cannot be the subject of a patent.”); Gottschalk v. Benson, 409 U.S. 63, 67–68
(1972) (“[T]he present case deals with a ‘process’ claim. But . . . the same [subject matter
eligibility] principle applies.”); Bilski v. Kappos, 561 U.S. 593, 601 (2010) (“[P]etitioners' claims
were an unpatentable abstract idea.”); see also 2106 Patent Subject Matter Eligibility [R-10.2019],
USPTO, https://www.uspto.gov/web/offices/pac/mpep/s2106.html (last updated June 25,
2020) (“In addition to the terms ‘laws of nature,’ ‘natural phenomena,’ and ‘abstract ideas,’
judicially recognized exceptions have been described using various other terms, including
‘physical phenomena,’ ‘products of nature,’ ‘scientific principles,’ ‘systems that depend on
human intelligence alone,’ ‘disembodied concepts,’ ‘mental processes,’ and ‘disembodied
mathematical algorithms and formulas.’”).
3 2 ETHAN HORWITZ, HORWITZ ON PATENT LITIGATION § 10.03 (2022).
4 Id. (“35 USC 101 contains no explicit limitations for fundamental principles. But the courts
have long recognized that 101 contains an ‘implicit exception’”)
5 Id.
6
2106
Patent
Subject
Matter
Eligibility
[R-10.2019],
USPTO,
https://www.uspto.gov/web/offices/pac/mpep/s2106.html (last updated June 25, 2020).
7 Id.
8 2 HORWITZ, supra note 3.
9 See Am. Axle & Mfg. v. Neapco Holdings LLC, 977 F.3d 1379, 1382 (Fed. Cir. 2020) (Moore,
J., concurring) (criticizing the lack of clarity and guidance on the Alice test).
10 Alice Corp., 573 U.S. at 217; see also Mayo Collaborative Servs. v. Prometheus Labs., Inc., 566
U.S. 66, 77-79 (2012). Although the language originates in Mayo Collaborative Services, 566 U.S.
at 77-79, Alice Corp., arranged the language into the commonly accepted standard thus the
naming convention of the Alice test. 573 U.S. at 217.
1
2
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then the claim moves on to the next step of the Alice test.11 Step 2: Looking at
the claim, does everything else involved, raise the claim to a level of patent
eligibility?12 If this sounds vague and arbitrary to you, you would be right.
Outside of the Supreme Court, the United States Court of Appeals for the
Federal Circuit is the lone appellate level court that can hear patent appeals.13
There are twelve judges on the Federal Circuit, and almost all of them apply the
test differently.14 This Note argues for an overhaul of the Alice test. Part I is a
brief introduction into patent law and the Alice test. Part II will provide the
requisite background to help illustrate the issues at hand. Part III will discuss the
Alice test’s shortcomings, the Supreme Court’s opportunity to remedy the
situation, and what that remedy should be all through the lens of American Axle
& Manufacturing, Inc. v. Neapco Holdings LLC, a case currently seeking a writ of
certiorari with the Supreme Court.15 Part IV will conclude.
American Axle v. Neapco is a case that deals directly with laws of nature.16 The
patent at issue is U.S. Patent No. 7,774,911B2.17 The Supreme Court would have
an opportunity to resolve two questions upon hearing this case. First, when
should a patent be directed to a patent-ineligible concept under Step 1 of the
Alice test? Second, is an item’s patentability a question of law for the court to
decide or a question of fact for a jury to decide? This Note will focus on the
former.
II. BACKGROUND
To demonstrate the ineptness of the Alice test it is important to understand
the backdrop of patent law and American Axle v. Neapco. This section will provide
a brief history of patent law, a primer on the judicial exceptions and how they
have been applied, and relevant background on American Axle v. Neapco.

Alice Corp., 573 U.S. at 517-18.
Id.
13
Court
Jurisdiction,
U.S. CT. OF APPEALS FOR THE FED. CIR.,
http://www.cafc.uscourts.gov/the-court/court-jurisdiction (last visited Sept. 26, 2021).
14 Am. Axle, 977 F.3d at 1382.
15 Am. Axle & Mfg., Inc. v. Neapco Holdings, LLC, 977 F.3d 1379 (Fed. Cir. 2020), petition for
cert. filed (U.S. Jan. 5, 2021) (No. 20-891).
16 Id.
17 U.S. Patent No. 7,774,911B2 (issued Aug. 17, 2010).
11
12
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A. A BRIEF HISTORY OF PATENT LAW

Before diving into the short comings of the Alice test, it is important to
examine how patent law developed. American patent law originated in 1787 with
the U.S. Constitution.18 “To promote the Progress of Science and useful Arts,
by securing for a limited Times to Authors and Investors the exclusive Right to
their respective Writing and Discoveries.”19 The next, development was the
Patent Act of 1790.20 The Patent Act of 1790 paved the way for how people view
modern patents. It made patents the inventor’s right and created an examination
system.21
Patent law remained largely unchanged until the Patent Act of 1952,22 which
introduced 35 U.S.C. § 1 et seq.23 The three sections that are most relevant are,
§ 101, which defines what can be patented: “process, machine, manufacture, or
composition of matter,” § 102, which clarifies that inventions must be novel, and
§ 103, which dictates that the invention must be non-obvious.24 Since the
introduction of this new legislation, Congress has taken a hands-off approach
regarding patentability, and the judiciary has taken the main stage.25
B. THE JUDICIAL EXCEPTIONS

Even before there was a statute, the judicial exceptions existed.26 “A
principle, in the abstract, is a fundamental truth; an original cause; a motive; these
cannot be patented, as no one can claim in either of them an exclusive right.”27
This was an early judicial exception to what fell under the protection of patent
law.28 While courts universally agreed that these exceptions existed, there was no

Matt Kwong, Six Significant Moments in Patent History, REUTERS (Nov. 4, 2014, 3:47pm),
https://www.reuters.com/article/us-moments-patent/six-significant-moments-in-patenthistory-idUSKBN0IN1Y120141104.
19 U.S. CONST. art. 1, § 8, cl. 8.
20 Kwong, supra note 18.
21 Jessie Kratz, Inventing in Congress: Patent Law Since 1790, NAT’L ARCHIVES (Mar. 11, 2015),
https://prologue.blogs.archives.gov/2015/03/11/inventing-in-congress-patent-law-since1790/.
22 Kwong, supra note 18.
23 Ch. 950, Pub. L. No. 82-593, 66 Stat. 792.
24 35 U.S.C. §§ 101–103.
25 Congress has not passed patent legislation addressing patent eligibility since the Patent act
of 1952. Congress passed the Leahy-Smith America Invents Act 112 P.L. 29, 125 Stat. 284 in
2011, but this act did not address patent eligibility. Meanwhile the Courts have addressed
patent eligibility countless times namely Mayo Collaborative Servs. v. Prometheus Labs., Inc.,
566 U.S. 66 (2012) and Alice Corp. v. CLS Bank Int'l, 573 U.S. 208, (2014).
26 Le Roy v. Tatham, 55 U.S. 156, 174–75 (1853).
27 Id. at 175.
28 Id.
18
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standard way to apply them.29 In a blend of different Supreme Court decisions,
the first attempt to create a common standard came in 2008, when the Federal
Circuit stated that “[a] claimed process is surely patent-eligible under § 101 if: (1)
it is tied to a particular machine or apparatus, or (2) it transforms a particular
article into a different state or thing.”30 This test came to be known as the
machine-or-transformation test.31
When the Supreme Court had the opportunity to adopt this test as the
standard in 2010, the Court declined, finding that it was merely helpful when
analyzing a claim and was not binding.32 Though the Supreme Court did not
adopt a standard at that time, the wait was not long before they did. In 2012, the
Supreme Court adopted what has become known as the Alice test, then known
as the Mayo test.33
In [Mayo], we set forth a framework for distinguishing patents
that claim laws of nature, natural phenomena, and abstract ideas
from those that claim patent-eligible applications of those
concepts. First, we determine whether the claims at issue are
directed to one of those patent-ineligible concepts. If so, we then
ask, “[w]hat else is there in the claims before us?” . . . To answer
See Gottschalk v. Benson, 409 U.S. 63, 70 (1972) (“Transformation and reduction of an
article 'to a different state or thing' is the clue to the patentability of a process claim that does
not include particular machines.") (quoting Tilghman v. Proctor, 102 U.S. 707, 712 (1880));
Diamond v. Diehr, 450 U.S. 175, 192 (1981) (“On the other hand, when a claim containing a
mathematical formula implements or applies that formula in a structure or process which,
when considered as a whole, is performing a function which the patent laws were designed to
protect . . . then the claim satisfies the requirements of § 101.”); Parker v. Flook, 437 U.S. 584,
589 n.9 (1978)(“[The] Court has only recognized a process as within the statutory definition
when it either was tied to a particular apparatus or operated to change materials to a 'different
state or thing.'") (Quoting Cochrane v. Deener, 94 U.S. 780, 787–88 (1876)); Cochrane, 94 U.S.
at 788 (1876) (stating a process “is an act, or a series of acts, performed upon the subjectmatter to be transformed and reduced to a different state or thing.").
30 In re Bilski, 545 F.3d 943, 954 (Fed. Cir. 2008) (The first time the Court recognized judicial
Exceptions was in 1853 with Le Roy v. Tatham, 55 U.S. 156 (1853), Bilski was decided in 2008).
31 Kristian Sullivan, A Work in Progress: The Ever [or Never] Changing Role of the Machine-orTransformation Test in Determinations of Patentable Subject Matter Under 35 U.S.C. § 101, 12 HOUS.
BUS. & TAX L.J. 362, 363 (2011).
32 Bilski v. Kappos, 561 U.S. 593, 612–13 (2010).
33 Mayo Collaborative Servs. v. Prometheus Labs., Inc., 566 U.S. 66, 77-78 (2012).
29
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that question, we consider the elements of each claim both
individually and “as an ordered combination” to determine
whether the additional elements “transform the nature of the
claim”
into
a
patent-eligible
application.34
While not a complete departure from the machine-or-transformation test, the
Alice test provided some clarity to the topic.35 With that said, the effect of a
decision is twofold – the language of the decision and how the decision should
be applied – and the Alice test is lacking guidance.36 Limited practical guidance
has been given regarding how to apply the test.37
There are three criticisms that the Alice test frequently faces.38 First, the twostep test may only be a purely subjective one-step test.39 Second, the test relies
too much on the characterization of the patent that the court agrees with.40
In Alice, the court recognized that every new invention relies on laws of
nature, natural phenomena, or abstract ideas at a fundamental level.41 It follows
that “any claim, described at a certain level of generality, can be challenged as
directed to an abstract idea.”42 When a patent is challenged on the ground that it
covers ineligible material, two descriptions will be proposed: a narrow
description by the patentee and a very broad one by the challenger.43 Whichever
description the court relies on dictates the outcome of the test.44
Third, the Alice test has had an adverse effect on patentability.45 The purpose
of the judicial exceptions, and therefore the Alice test, is to prevent preemption46,

Alice Corp. v. CLS Bank Int'l, 573 U.S. 208, 217 (2014) (quoting Mayo Collaborative Servs.,
566 U.S. at 78).
35 Mayo Collaborative Servs., 566 U.S. at 87-88.
36 Id. at 88-89.
37 Id. at 88-89.
38 Front Row Techs., LLC v. NBA Media Ventures, LLC, 204 F. Supp. 3d 1190, 1225 n.17
(D.N.M. 2016).
39 Id. (“It compared the Alice test to Justice Potter Stewart's comments on pornography—that
‘I know it when I see it.’”) (Quoting McRO, Inc. v. Sony Comput. Entm't Am., LLC, 55 F.
Supp. 3d 1214 (C.D. Cal. 2014)).
40 Id.
41 Front Row Techs, LLC., 204 F. Supp. 3d at 217.
42 Fairfield Indus. v. Wireless Seismic, Inc., No. 4: 14-CV-2972, 2014 WL 7342525, *4 (S.D.
Tex. Dec. 23, 2014).
43 Front Row, 204 F. Supp. 3d at 1225 n.17.
44 Id.
45 Id. at 1226.
46 Preemption is the idea that granting a patent inherently creates a monopoly and creating too
broad of a monopoly on certain subject matter might halt innovation by invalidating future
patents before they are created. See Mayo Collaborative Servs. v. Prometheus Labs., Inc., 566
U.S. 66, 71 (2012) (“monopolization of [Phenomena of nature] through the grant of a patent
might tend to impede innovation more than it would tend to promote it.”).
34
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and therefore, keep the door open for more patents.47 However, in application,
the Alice test has slammed that door. “The great majority of the Federal Circuit's
post-Alice opinions on § 101 have affirmed district courts' decisions invalidating
patents on subject-matter eligibility grounds.”48 The argument is circular, the
Alice test prevents preemption based on the judicial exceptions, but because
every patent application can be said to connect to a judicial exception if
construed broadly enough, the Alice test effectively preempts all borderline
patents.
While the lower courts have tried to provide guidance where they can, the
Alice Test is simply ineffective in its current form.49 The time has come for the
Supreme Court to provide some clarity. The case that provides this opportunity
is Am. Axle & Mfg., Inc. v. Neapco Holdings, LLC, 977 F.3d 1379 (Fed. Cir. 2020),
petition for cert. filed (U.S. Jan. 5, 2021) (No. 20-891).
C. HOOK(E’S LAW), LINE(R), AND SINKER: AMERICAN AXLE V. NEAPCO

American Axle v. Neapco is currently awaiting Writ of Certiorari from the
Supreme Court providing the perfect opportunity for the Court to revise the
Alice test or, at the very least, provide some much-needed guidance on the
matter.50
1. The Patent
The Patent at issue in the case is U.S. Patent No. 7,774,911B2 (“Patent
911”).51 Patent 911 discusses a “method for manufacturing a shaft assembly of a
driveline system” in a way that dampens both shell mode vibration and bending
mode vibration.52 Patent 911 was granted.53
2 HOROWITZ, supra note 3, § 10.03[2][a].
Front Row, 204 F. Supp. 3d at 1226.
49 See Ubiquitous Connectivity, LP v. Cent. Sec. Grp. - Nationwide, Inc., No. 18-CV-368-JEDCDL, 2021 WL 1970664, at *16 (N.D. Okla. May 17, 2021) (“The Supreme Court has never
announced a definitive rule for determining when a claim is ‘directed to an abstract idea’ at
step one . . . . Nevertheless, other courts have provided some useful guidance.”) (quoting Alice
Corp. v. CLS Bank Int’l, 573 U.S. 208, 221 (2014)).
50 Am. Axle, 967 F.3d 1285.
51 U.S. Patent No. 7,774,911B2 (issued Aug. 17, 2010).
52 Id. at col. 2 l. 47-61.
53 Id. at [45].
47
48
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In simple terms, the device works by tuning (making a device have certain
vibrational qualities) two concentric liners along the driveline of a vehicle.54 This
dampens the vibration, making for a smoother ride and less wear and tear on the
part.55 Select figures are provided below with the remaining in the Appendix.

54
55

Id. at col. 2 l. 52-61.
Id.
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While not referred to in the patent application, the law of nature and abstract
idea that are at issue are Hooke’s law and friction damping.56 Hooke’s law, in its
most basic form, is a formula to calculate the force created by a displaced
spring.57 A rod (such as the driveline at hand) can be treated as a linear spring.58
Frictional damping is effectively the engineering term for the idea that padding
will reduce vibration.59 By adding two liners to the driveline, the device is
essentially padding the driveline, thus reducing the vibration.60
The issue with the patent application is that it does not provide extensive
evidence that the patent process goes beyond the application of Hooke’s law and
friction damping.61 This is not to say that the evidence does not exist, just that it
was not provided in the application.62 Without the evidence that the process goes
beyond a simple application of these concepts, Patent 911, although originally
granted, is susceptible to cancelation in litigation due to the second prong of the
Alice test.
2. The Case
This case began in December 2015 when American Axle & Manufacturing,
Inc. (“American Axle”) sued Neapco Holdings LLC (“Neapco”) in United States
District Court for the District of Delaware for infringing on Patent 911.63 Both
sides moved for summary judgement.64 American Axle argued that Neapco used
methods covered by Patent 911 in their product, thus infringing on American
Axle’s patent.65 Conversely, Neapco argued that they were not infringing Patent

Kevin Noonan, American Axle & Mfg. v. Neapco Holdings LLC (Fed. Cir. 2019),
JDSUPRA, https://www.jdsupra.com/post/contentViewerEmbed.aspx?fid=d51f6af7-dfe94223-a7b4-bb61e9a27d8f (last visited Oct. 3, 2021).
57
Matt Williams, What is Hooke’s Law?, PHYS.ORG (Feb. 16, 2015),
https://phys.org/news/2015-02-law.html (Fs=-kx where Fs is the spring force, k is the spring
constant and x is the displacement.).
58 Id.
59 Karl Popp, Lars Panning & Walter Sextro, Vibration Damping by Friction Forces: Theory and
Applications, 9 J. VIBRATION AND CONTROL, 419, 420 (2003).
60 U.S. Patent No. 7,774,911B2 col. 3 l. 65 (issued Aug. 17, 2010).
61 Id.
62 Id.
63 Am. Axle & Mfg., Inc. v. Neapco Holdings LLC, 309 F. Supp. 3d 218, 220 (D. Del. 2018).
64 Id. at 223.
65 Id. at 225.
56
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911, because Patent 911 merely applied Hooke’s law and frictional dampening
and was thus invalid.66 The district court granted Neapco’s motion for summary
judgement.67
American Axle appealed to the Federal Circuit.68 In a divided decision, the
Federal Circuit affirmed the lower court’s ruling.69 The Federal Circuit directed
the claim to Hooke’s Law and other laws of nature but declined to name which
one or ones.70 American Axle petitioned for a panel rehearing and a rehearing en
banc.71 The Federal Circuit granted a panel rehearing.72 Although the Federal
Circuit withdrew its original decision,73 the court again affirmed the lower court’s
ruling in a still divided decision.74 The majority in that decision narrowed the law
of nature at issue to Hooke’s law.75 American Axle again petitioned for a
rehearing en banc, but the request was denied.76
Following this, American Axle filed a motion to stay the mandate pending
the filing of their petition for cert..77 The motion was denied.78
American Axle then filed a petition for certiorari to the Supreme Court.79
While the decision is still pending cert., the Supreme Court invited the Solicitor
General of the United States to file a brief expressing the views of the United
States,80 often a step that indicates the Supreme Court intends to hear the case.81
III. ANALYSIS
The problem has been established, an ineffective test, and the vehicle for
analysis is clear, American Axle v. Neapco; now it is time to find a solution. First,
this section will walk through the Alice test for American Axle v. Neapco. Second,
it will highlight the shortcomings of the Alice Test and predict how the Supreme

Id.
Id.
68 Am. Axle & Mfg., Inc. v. Neapco Holdings LLC, 939 F.3d 1355 (Fed. Cir. 2019).
69 Id.
70 Id.
71 Am. Axle & Mfg., Inc. v. Neapco Holdings LLC, 966 F.3d 1294, 1295 (Fed. Cir. 2020).
72 Id.
73 Id.
74 Am. Axle & Mfg. v. Neapco Holdings LLC, 967 F.3d 1285, 1288 (Fed. Cir. 2020).
75 Id. at 1291.
76 Am. Axle & Mfg. v. Neapco Holdings LLC, 966 F.3d 1347, 1348 (Fed. Cir. 2020).
77 Am. Axle & Mfg., Inc. v. Neapco Holdings, LLC, 977 F.3d 1379 (Fed. Cir. 2020).
78 Id.
79 Petition for cert. filed (U.S. Jan. 5, 2021) (No. 20-891).
80 Am. Axle & Mfg., Inc. v. Neapco Holdings LLC, 141 S. Ct. 2594, 2594 (2021).
81 See Brian Matsui & Deanne Maynard, CVSG in American Axle and Cases in General: What
Does
It
Mean?
A
Q&A
With
Deanne
Maynard
(May
19,
2021),
https://www.jdsupra.com/legalnews/cvsg-in-american-axle-and-cases-in-8429485/ (stating
that “the Court almost always grants cert if the SG recommends grant”).
66
67
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Court will rule based on current law. Finally, this section will purpose and argue
for a new test that the Supreme Court should adopt and apply it to American Axle.
A. DOWN THE RABBIT HOLE: WALKING THROUGH THE ALICE TEST

Every patent must go through the same process when sitting on the desk of a
patent clerk. The Chart below is from the US Patent and Trademark Office
Handbook.
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The sections labeled “The Judicial Exceptions” and “The Inventive
Concept,” combined, make the Alice test.82 As stated earlier, the process of the
82

Id.
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Alice test is as follows: “First, we determine whether the claim[] at issue [is]
directed to one of those patent-ineligible concepts.”83 If the claim is not, then
the claim may be patented.84 If the claim is, then step two, “we consider the
elements of each claim both individually and ‘as an ordered combination’ to
determine whether the additional elements ‘transform the nature of the claim’
into a patent-eligible application.”85
To best understand Patent 911, it is important to go through all of the analysis
starting from the top. “Is the claim to a process, machine, manufacture or
composition of matter?”86 Using the language of the application, Patent 911 is
“a method for manufacturing a shaft assembly of a driveline system.”87 Since
Patent 911 is a manufacturing process, it meets the first step of the test.
Next, “Is the claim directed to a law of nature, a natural phenomenon
(product of nature), or an abstract idea?”88 This is a question the Federal Circuit
cannot agree on.89 Every time this question has been asked to the Federal Circuit,
the majority’s answer has been yes.90 Conversely, the dissenters’ answer has been
no.91
The majority argues that there was nothing more than an application of
Hooke’s Law in the claims presented.92 The dissent presents the opposite case.93
Patent 911 never references Hooke’s law by name or by formulation.94 “The
‘focus of the claimed advance,’ as repeatedly alleged by the patentee, is to use
liners (a physical liner) positioned inside a drive shaft to reduce shell mode
Alice Corp. v. CLS Bank Int'l, 573 U.S. 208, 217 (2014).
Id.
85 Id. (quoting Mayo Collaborative Servs. v. Prometheus Lab'ys, Inc., 566 U.S. 66, 1297 (2012)).
86 USPTO, supra note 6.
87 U.S. Patent No. 7,774,911B2 col. 2 l. 47-48 (issued Aug. 17, 2010).
88 USPTO, supra note 6.
89 See Am. Axle & Mfg., Inc. v. Neapco Holdings LLC, 939 F.3d 1355, 1357, 1363 (Fed. Cir.
2019) (holding 2-1 decision that the patent covered ineligible material); Am. Axle & Mfg., Inc.
v. Neapco Holdings LLC, 967 F.3d 1285, 1288 (Fed. Cir. 2019) (upholding a 2-1 decision that
the patent covered ineligible material).
90 Id.
91 Id.
92 Id.
93 Id. at 1370 (“There are many [inventive concepts] here, articulated in the claims themselves,
about which there exist at least questions of fact which should have precluded summary
judgment.”) (emphasis in original).
94 U.S. Patent No. 7,774,911B2 (issued Aug. 17, 2010).
83
84
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vibration and bending mode vibration.”95 Given this characterization, one could
see how Hooke’s law may have been used to develop this process, but “[a] claim
is not directed to a natural law simply because it touches upon, implicates, uses
or involves a natural law.”96 If the dissent’s opinion is adopted, the analysis would
end here.97 For the sake of analysis—and because as the case stands—the court
held that Patent 911 is directed to a law of nature and the second part of the Alice
test must be applied.98
Moving to the next step: “Does the claim recite additional elements that
amount to significantly more that the judicial exception?”99 Another contested
question.100 The majority in says no, and the dissent says yes.101 While the
majority admits that they “recognize that [American Axle] may be correct in its
assertion that the system involved in Patent 911 is more complex than just a bare
application of Hooke's law, and that other laws of nature may be relevant,” the
majority still found that the claimed subject matter is not patent eligible.102
The majority got one thing right. Patent 911 is much more than a mere
application of Hooke’s law. The “system of the invention . . . is too complex to
be described by mere application of Hooke's law, which itself is a simple
approximation of a single-degree-of-freedom spring-mass system.”103
Additionally, the process was used to dampen both bending mode and shell
mode vibration, which is not achievable by Hooke’s law alone.104 These
statements both demonstrate the dissent’s viewpoint that Patent 911 goes
beyond just the law of nature that the majority says Patent 911 is directed to.
Thus, Patent 911 qualifies as eligible under the second step of Alice.
Applying the Alice test to the facts of this case demonstrates that the test
breeds confusion and conflict. When an engineer or scientist develops an
experiment, they want it to be repeatable. Alice is not repeatable. Depending on
the judge or panel of judges who hear the case, the outcome will change.

Am. Axle & Mfg., 939 F.3d at 1369.
Am. Axle & Mfg., 967 F.3d at 1307.
97
2106
Patent
Subject
Matter
Eligibility
[R-10.2019],
USPTO,
https://www.uspto.gov/web/offices/pac/mpep/s2106.html (last updated June 25, 2020); Am. Axle &
Mfg., 967 F.3d at 1304 (“The majority finds claims directed to natural laws, yet they clearly
contain no such natural law.”).
98 Brief in Opposition at 12, American Axle & Manufacturing, Inc. v. Neapco Holdings LLC,
No. 20-891 (U.S. Jan. 5, 2021)
99 Supra note 82.
100 See Am. Axle & Mfg., 939 F.3d at 1361; Am. Axle & Mfg., 967 F.3d at 1292 (Fed. Cir. 2020)
(reviewing assertions made by American Axle and Neapco.).
101 Am. Axle & Mfg., 939 F.3d at 1361; Am. Axle & Mfg., 967 F.3d at 1292.
102 Am. Axle & Mfg., 939 F.3d at 1366.
103 Id. at 1362.
104 Id.
95
96
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B. ALICE AND MAYO NEED TO CATCH-UP

Since its inception, the Alice test has been subject to scrutiny.105 Although the
test has some defenders, the consensus is that Alice test needs to be fixed.106 The
pleas for the Supreme Court to clarify the Alice test are not just from practitioners
but from within the judiciary as well.107
1. The Alice Test’s Shortcomings
While the Alice test has multiple issues, there are two to focus on that impact
how the Alice test is carried out: first, the test is vague that is effectively one step;
second, the test is not repeatable as the test is too dependent on which
characterization of the patent the court adopts.108
a. Vagueness
In the Alice decision, the Supreme Court describes step two of the test as “a
search for an ‘inventive concept’—i.e., an element or combination of elements
that is ‘sufficient to ensure that the patent in practice amounts to significantly

See generally Ted G. Dane, Are the Federal Circuit's Recent Section 101 Decisions a "Specific
Improvement" in Patent Eligibility Law?, 26 FED. CIR. B.J. 331 (2017) (criticizing Alice’s effect on
software inventions); Jeffery A. Lefstin, The Three Faces of Prometheus: A Post-Alice Jurisprudence of
Abstractions, 16 N.C. J.L. & TECH. 647, 687–94 (2015)(discussing the uncertainty in patent
eligibility after Alice).
106 Compare L. Rex Sears, Two Stepping with Alice in Justice Stevens' Shadow, 99 J. PAT. &
TRADEMARK OFF. SOC'Y 129, 131–32 (2017) (claiming Alice is not a bad test, but only
misunderstood), with Hung H. Bui, A Commonsense Approach to Implement the Supreme Court’s Alice
Two-Step Framework to Provide "Certainty" and "Predictability", 100 J. PAT. & TRADEMARK OFF.
SOC'Y 165, 233, 244 (2018) (stating the insufficiency of Alice and proposing solutions to better
understand and apply the decisions).
107 See Berkheimer v. HP Inc., 890 F.3d 1369, 1375 (Fed. Cir. 2018) (Lourie, J., concurring)
(“The Supreme Court whittled away at the § 101 statute in Mayo by analyzing abstract ideas
and natural phenomena with a two-step test, including looking for an "inventive concept" at
step two, . . . complicating what used to be a fairly simple analysis of patent eligibility under §
101.”); Athena Diagnostics, Inc. v. Mayo Collaborative Servs., LLC , 927 F.3d 1333, 1337
(Fed. Cir. 2019) (Hughes, J. concurring) (“ I, for one, would welcome further explication of
eligibility standards in the area of diagnostics patents . . . . Such an explication might come
from the Supreme Court.”).
108 Front Row Techs. v. NBA Media Ventures, 204 F. Supp. 3d 1190, 1281 (D.N.M. 2016).
105
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more than a patent upon the [ineligible concept] itself.’”109 While the decision
goes on to discuss prior Supreme Court cases, this is effectively the extent of
guidance which the Court has offered.110 The Supreme Court has not granted
cert. to any case regarding § 101 patent eligibility since Alice, so the lack of clarity
has persisted.111
Due to the lack of clarity, the two-part Alice test has been whittled down over
time until the present, where the test is effectively treated as a one-step
process.112 The second step of the Alice test is only an issue when the judiciary
chooses to apply it. The Federal Circuit’s majority decision in American Axle
“collapses the Alice/Mayo two-part test to a single step—claims are now
ineligible if their performance would involve application of a natural law.”113
Over time, the second step of the Alice test has fallen away in favor of only
applying the first step.114 The Supreme Court has consistently warned against
this pitfall.115
The first step of Alice is to “‘determine whether the claims at issue are directed
to one of those patent-ineligible concepts,’” laws of nature, natural phenomena,
Alice Corp. v. CLS Bank Int'l 573 U.S. 208, 217–18 (2014) (quoting Mayo Collaborative
Servs. v. Prometheus Labs., Inc., 566 U.S. 66, 72 (2012)).
110 Id. at 221–24.
111 See Anthony J. Fuga, Will 2021 Be the Year the U.S. Supreme Court Again Addresses Section 101
(Jan.
12,
2021),
Eligibility?,
HOLLAND & KNIGHT SEC. 101 BLOG
https://www.hklaw.com/en/insights/publications/2021/01/will-2021-be-the-year-the-ussupreme-court-again-addresses-section-101 (discussing the chances that the Supreme Court
grants Writ of certiorari to American Axle & Manufacturing, Inc., v. Neapco Holdings LLC
after repeatedly denied similar cases); Anthony J. Fuga, U.S. Supreme Court Denies Pending Patent
Eligibility Petitions, HOLLAND & KNIGHT SEC. 101 BLOG (Jan. 13, 2020),
https://www.hklaw.com/en/insights/publications/2020/01/us-supreme-court-deniespending-patent-eligibility-petitions (“The Supreme Court has consistently denied petitions
concerning patent eligibility since Alice, regardless of whether Federal Circuit judges and
patent owners are calling for clarification.”).
112 Compare Alice Corp., 573 U.S. at 227 (setting forth the original two-part framework), with
Am. Axle & Mfg. v. Neapco Holdings LLC, 939 F.3d 1355, 1368 (Fed. Cir. 2019) (Moore, J.,
dissenting) (“The majority opinion parrots the Alice/Mayo two-part test, but reduces it to a
single inquiry . . . .”).
113 Am. Axle & Mfg. v. Neapco Holdings LLC, 967 F.3d 1285, 1304 (Fed. Cir. 2020) (Moore,
J. dissenting).
114 See Am. Axle & Mfg. v. Neapco Holdings LLC, 939 F.3d 1355, 1368 (Fed. Cir. 2019)
(Moore, J., dissenting) (“The majority opinion parrots the Alice/Mayo two-part test, but
reduces it to a single inquiry . . . .”).
115 See generally Alice Corp., 573 U.S. at 217 (“[W]e tread carefully in construing this exclusionary
principle lest it swallow all of patent law.”); Mayo Collaborative Servs. v. Prometheus Labs.,
Inc., 566 U.S. 66, 85 (2012)(“The Court has repeatedly emphasized this last mentioned
concern, a concern that patent law not inhibit further discovery by improperly tying up the
future use of laws of nature.”); Enfish, LLC v. Microsoft Corp., 822 F.3d 1327, 1335 (Fed.
Cir. 2016) ("The 'directed to' inquiry, therefore, cannot simply ask whether the claims involve
a patent-ineligible concept, because essentially every routinely patent-eligible claim involving
physical products and actions involves a law of nature and/or natural phenomenon—after all,
they take place in the physical world.").
109
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or abstract ideas.116 The Court has also stated that, “all inventions at some level
embody, use, reflect, rest upon, or apply laws of nature, natural phenomena, or
abstract ideas.”117 This is, in part, due to the fact that the judicial exceptions are
too broadly defined. 118 If the trend of ignoring the first step of the Alice test
becomes solidified precedent, then nothing will be patent eligible.119
b. Unrepeatable
The Alice test is also unrepeatable.120 “The court's rulings on patent eligibility
have become so diverse and unpredictable as to have a serious effect on the
innovation incentive in all fields of technology.”121 Depending on which
characterization of the patent a judge adopts, the outcome can be different.122 In
Diamond v. Diehr, 450 U.S. 175, 185 (1981) (“Diehr”), the case hinged on which
characterization the Court adopted.123
The majority defined the patent claim as “a process for molding raw, uncured
synthetic rubber into cured precision products.”124 The Court concluded that
this was not directed to a natural phenomenon.125 Comparatively, the dissent
stated the “discovery is an improved method of calculating the time that the mold
should remain closed during the curing process.”126 The dissent’s
characterization is that the claim is simply a computer-based improvement to an
Enfish, 822 F.3d at 1334.
Mayo Collaborative Servs., Inc., 566 U.S. at 71; see also Parker v. Flook, 437 U.S. 584, 590 (1978)
(“[A] process is not unpatentable simply because it contains a law of nature or a mathematical
algorithm.”).
118 Hung H. Bui, A Commonsense Approach to Implement the Supreme Court’s Alice Two-Step
Framework to Provide "Certainty" and "Predictability", 100 J. Pat. & Trademark Off. Soc'y 165, 201
(2018)
119 Am. Axle Mfg., 967 F.3d 1285.
120 Kelly Fermoyle, Adapting Alice: How to Formulate a Repeatable Test Based on Alice v. CLS Bank,
6 CYBARIS 201, 224–25 (2015).
121 Axle & Mfg. v. Neapco Holdings LLC, 966 F.3d 1347, 1357 (2020) (Newman, J.,
dissenting).
122 See Am. Axle & Mfg. v. Neapco Holdings LLC, 939 F.3d 1355 (Fed. Cir. 2019); Am. Axle
& Mfg. v. Neapco Holdings LLC, 967 F.3d 1285 (Fed. Cir. 2019) (ruling in a split decision and
demonstrating subjectivity of Alice Test).
123 Fermoyle, supra note 121.
124 Diamond v. Diehr, 450 U.S. 175, 177 (1981).
125 Id.
126 Id. at 206-07 (Stevens, J. dissenting).
116
117
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established art and, in their view, is ineligible to be patented.127 In the end, the
court ruled in a 5-4 decision.128 This narrow margin highlights how the subjective
adoption of the characterization plays too large of a role in determining patent
eligibility.129
In Illumina, Inc. v. Ariosa Diagnostics, Inc.,130 the majority characterizes the
claims as “directed to methods for preparing a fraction of cell-free DNA that is
enriched in fetal DNA.”131 The majority found that, under this characterization,
“the claims are not directed to that natural phenomenon but rather to a patenteligible method that utilizes it.”132 By contrast, the dissent in Illumina stated that
the claims “are directed to a natural phenomenon because they involve a
fundamental natural phenomenon, that cff-DNA tends to be shorter than cellfree maternal DNA in a mother's blood, to produce a ‘mixture’ of naturallyoccurring substances.”133 Again, it is clear that the outcome is purely dependent
on what scientific characterization of the invention the court adopts.
The subjective nature of the Alice test affects its repeatability.134 Depending
on the judge (or panel of judges) who hears the claims, the outcome could be
drastically different.135 As understood and applied, the Alice test is nothing more
than a game of chance. The judiciary should not be a game of chance; its
decisions are meant to be consistent.136 The Alice test is neither consistent,
repeatable, nor predictable—it is vague and arbitrary. These are not traits that
the judiciary seeks in its rules, and therefore, the test needs to be addressed.137
2. Greasing the Axle: How to Fix Alice
The Supreme Court has a golden opportunity to craft a more useful and
clearer test using the American Axle case. There are multiple ways that the Alice
test could be fixed.138 The Supreme Court could grant cert. to either American
Id. at 207 (Stevens, J. dissenting).
Id. at 177.
129 Diehr was decided before Alice. Its inclusion here is only intended to show how a
characterization of the patent claim directly effects the outcome of a patent case. The issue
with characterization holds true even after Alice.
130 967 F.3d 1319 (Fed. Cir. 2020) (“Illumina”).
131 Illumina, Inc. v. Ariosa Diagnostics, Inc., 967 F.3d 1319, 1326 (Fed. Cir. 2020).
132 Id.
133 Id. at 1331 (Reyna, J. dissenting).
134 Fermoyle, supra note 121.
135 See Illumina, 967 F.3d 1319 (Fed. Cir. 2020) (discussed above).
136 See Paul M. Collins Jr., The Consistency of Judicial Choice, 70 J. OF POL. 861, 861 (2008) (“[B]oth
judicial scholars (e.g., Baum 1994) and Supreme Court justices (e.g., Scalia 1997) recognize the
desire for consistency in judicial decision making.”).
137 Id.
138 See Matthew Bultman & Ian Lopez, Congress in Hot Seat to Fix Patent Law After High Court
Denials, BLOOMBERG L. (Jan. 14, 2020, 11:24 AM) https://news.bloomberglaw.com/iplaw/congress-in-hot-seat-to-fix-patent-law-after-high-court-denials (discussing the Supreme
Court’s refusal to address section 101 and the need for Congress to reform the law).
127
128
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Axle v. Neapco or a similar case.139 From there, the Supreme Court could keep the
test intact and provide clarification, tweak the test and change the wording, or
develop a new test.140 Additionally, Congress could step in and write new
legislation.141 The only certainty is that change needs to be made. While each
option for correction has its own weakness, in absence of new legislation, the
best long-term solution is to develop a new test.
a. Develop a New Test
Creating a new test for § 101 patent subject matter eligibility is a tall task for
the Supreme Court. To avoid judge-made law, the test should not come from
the judiciary; the test is a job for Congress.142 However, until Congress writes
legislation, the judiciary must create a new test.
Before creating a new test there are two questions that must be addressed: (1)
What should the test Accomplish? and (2) How should the test be structured?
By answering these questions, the test will build itself.

Petition for Writ of Certiorari, American Axle & Manufacturing, Inc. v. Neapco Holdings
LLC, No. 20-891 filed (U.S. Jan. 5, 2021); contra Eileen McDermott, It’s Official: SCOTUS Will
Not
Unravel
Section
101
Web,
IP
WATCHDOG,
(Jan.
13,
2020),
https://www.ipwatchdog.com/2020/01/13/scotus-will-not-unravel-section-101web/id=117800/ (discussing the Supreme Court’s pattern of denying writ of certiorari to
section 101 cases).
140 See Dennis Crouch, Supreme Court offers Hope on Eligibility Case, PATENTLY-O (May 3, 2021),
https://patentlyo.com/patent/2021/05/supreme-offers-eligibility.html (“[T]hen Solicitor
General Noel Francisco argued that the Court should hear a new eligibility case to clarify its
precedent”); See also, Nathan Peske, CLS Bank International v. Alice Corp. Pty. at the Federal Circuit:
The Dilemma Presented by Computer Implementation of Abstract Ideas and How the Supreme Court Missed
a Chance to Clear It Up, 16 MINN. J.L. SCI. & TECH. 509, 538–45 (2015) (proposing a new threeprong test for subject matter eligibility).
141 Bultman & Lopez, supra note 139 (This would require some semblance of agreement
amongst interested parties which is unlikely. “Lawmakers last year unveiled the text of a draft
bill that would have rolled back certain Supreme Court decisions, including Alice. But efforts
to introduce a legislative proposal stalled amid disagreement among industry representatives
about the scope of the problem and potential solutions.”); see also Athena Diagnostics, Inc. v.
Mayo Collaborative Servs., LLC, 927 F.3d 1333, 1337 (Fed. Cir. 2019) (“[I]t might come from
Congress, with its distinctive role in making the factual and policy determinations relevant to
setting the proper balance of innovation incentives under patent law.”).
142 See generally Judge-Made Law, BLACK'S LAW DICTIONARY (11th ed. 2019) (“1. The law
established by judicial precedent rather than by statute . . . 2. The law that results when judges
construe statutes contrary to legislative intent.”).
139
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i. What Should the Test Accomplish?
In its most basic form, the new test (the “Axle Test”) needs to clarify what is
patent eligible under the judicial exceptions. Building upon that, the test should
be specific and repeatable—everything the Alice test is not.143
The Axle Test should go back to the original intentions of the judicial
exceptions.144 The judicial exceptions were created to prevent preemption.145
“‘Phenomena of nature, . . . mental processes, and abstract intellectual concepts
are not patentable, as they are the basic tools of scientific and technological
work.’ And monopolization of those tools through the grant of a patent might
tend to impede innovation more than it would tend to promote it.”146 The way
the Alice test is enforced prevents patents rather than preventing preemption.
The Axle Test should refocus the test to preventing preemption.147 If the Axle
Test can accomplish this goal, then the test will have staying power in the world
of patent litigation.
ii. How Should the Test be Structured?
If the Axle Test is to be used by the judiciary, the test needs to clarify who
acts as the fact finder. This is one question which the Supreme Court will address
if it grants cert. to American Axle v. Neapco .148 For the purpose of the Axle Test,
an item’s patentability is a question of law for the court to decide. This should
not be taken for granted though, as there is a real question as to who the fact
finder should be.149
The next question that needs to be determined is what universe of evidence
the court can review. One main critique of the Alice test has been that it is too
dependent on which scientific characterization of the patent150 the court
adopts.151 The courts have held that judges can only consider what is presented
Supra Section III.B.1.
2 HORWITZ, supra note 2 (“The underlying policy of the judicial exceptions is that of
preventing preemption.”).
145 Id.; see also Alice Corp. v. CLS Bank Int’l, 573 U.S. 208, 223 (2014) (“This conclusion accords
with the pre-emption concern that undergirds our § 101 jurisprudence.”).
146 Mayo Collaborative Servs. v. Prometheus Labs., Inc., 566 U.S. 66, 71 (2012) (quoting
Gottschalk v. Benson, 409 U.S. 63, 67 (1972)).
147 See Michael Borella, Of Technical Tools and Problems: Going Beyond the Two-Prong Alice Test,
JDSUPRA (Aug. 23, 2016), https://www.jdsupra.com/legalnews/of-technical-tools-andproblems-going-10078/ (“[I]n 2015, approximately 70% of all patents challenged under Alice
in district courts were invalidated, while the monthly 35 U.S.C. § 101 rejection rates for
USPTO Technical Centers 3620, 3680, and 3690 were over 85% for most of the year.”).
148 See Petition for Writ of Certiorari at i, American Axle & Manufacturing, Inc. v. Neapco
Holdings LLC, No. 20-891 (U.S. Nov. 18, 2019) (“Is patent eligibility . . . a question of law for
the court . . . or a question of fact for a jury . . . ?”).
149 Id.
150 Either the Defendant or the plaintiff’s characterization.
151 Supra Section III.B.1.a.
143
144
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to them in the patent.152 Yet, they allow the other side to point to things not
claimed in the patent.153
For example, in American Axle v. Neapco, the Federal Circuit held that it could
not consider some of American Axle’s explanations and claims because, “[t]he
elements of the method . . . that AAM argues take the patent outside the realm
of ineligible subject matter . . . are not actually claimed in claim 1 or claim 22 of
the patent.”154 By contrast, because Patent 911 lacks an explanation of the
method, the Federal Circuit adopts Neapco’s view that Patent 911 is nothing
more than an application of a law of nature.155 This adoption is the basis for the
Federal Circuits eventual decision.156
This dichotomy is unfair. Under the Axle Test, American Axle’s evidence
would be considered. The Axle Test would allow the patent holder to
supplement their patent. The vagueness that plagued the Alice test needs to be
eliminated in the Axle Test. One primary way which this will be done is by clearly
defining what constitutes a judicial exception. The Axle Test would limit the
scope of the judicial exceptions to inventions that exist “as a whole[,] exists in
nature independent of and prior to any human activity or can be performed solely
in the human mind.”157 This clarifies what judicial exception means, and
therefore, limits some of the confusion.
Ariosa Diagnostics, Inc. v. Sequenom, Inc., 809 F.3d 1282, 1286 (Fed. Cir. 2015) (Lourie,
J., concurring) (noting the Court focused “on the claims we have rather than those we might
have had . . . .”).
153 See generally Supplemental Opening Brief in Support of Defendants’ Supplemental Motion
for Summary Judgment of Invalidity And/Or Non-Infringement as to the New Claims and
Defendants’ Motion to Exclude Certain Expert Testimony and Evidence at 9, Am. Axle &
Mfg. v. Neapco Holdings LLC, 939 F.3d 1355 (Fed. Cir. 2019) (Neapco making claims to laws
of nature and natural phenomena not mentioned in Patent 911).
154 Am. Axle & Mfg., 939 F.3d at. 1363.
155 Id. at 1364 (“[T]he claims' general instruction to tune a liner amounts to no more than a
directive to use one's knowledge of Hooke's law, . . . to engage in an ad hoc trial-and-error
process of changing the characteristics of a liner until a desired result is achieved.”).
156 Id. at 1366-67.
157 AM. INTELL. PROP. L. ASS’N, AIPLA LEGISLATIVE PROPOSAL AND REPORT ON PATENT
ELIGIBLE
SUBJECT
MATTER,
4
(2017),
https://www.aipla.org/docs/defaultsource/advocacy/aipla-legislative-proposal---patent-eligible-subjectmatter.pdf?sfvrsn=7e208efe_2; see also INTELL. PROP.OWNERS ASS’N SECTION 101
LEGISLATION TASK FORCE, PROPOSED AMENDMENTS TO PATENT ELIGIBLE SUBJECT MATTER
UNDER
35
U.S.C.
§101
1
(2017),
https://ipo.org/wpcontent/uploads/2017/02/20170224_IPO-101-TF-Proposed-Amendments-and152
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No matter what the test to determine patent eligibility is, the most important
thing about it is that it works. Whether the test is a two-step test or a ten-step
test, it only matters that it is repeatable and has a controlled outcome. The
proposed Axle Test should be a one question test. This ensures that the test is
not overly complicated and does not create unnecessary room for
interpretation.158
iii. The Axle Test159
Despite the contrary being argued in the foregoing sections of this paper, the
Alice test is not completely useless.160 The flaw of the Alice test is its application,
not its text.161 Sometimes when things become this over complicated, the best
solution is to start fresh rather than try to add more in an attempt to fix it.
The Axle Test starts with the presumption, established in § 101, that any
process, machine, manufacture, or composition of matter is eligible to be
patented.162 Starting with this reminder ensures that the test does not fall into the
trap of prematurely denying claims.
The Axle Test is a one question test: Does the patent fall under a judicial
exception (law of nature, natural phenomena, or abstract idea)?163 Specifically,
does the invention exist in nature independent of human activity or can it be
performed solely in the human mind?164 If yes, then the patent’s claim is
ineligible. If the patent does not fall under an exception, then the claim remains
patent eligible.
Report_final.pdf (noting that a claimed invention is only ineligible when “the claimed
invention as a whole, as understood by a person having ordinary skill in the art to which the
claimed invention pertains, exists in nature independently of and prior to any human activity,
or exists solely in the human mind.”).
158 Infra Section III.C.
159 As an aside, one of the most difficult things for the Supreme Court to do when creating
new judicial tests is rectifying new jurisprudence with prior decisions. Todd E. Freed, Comment:
Is Stare Decisis Still the Lighthouse Beacon of Supreme Court Jurisprudence?: A Critical Analysis, 57 Ohio
St. L.J. 1767 (1996). If the Court was to modify the Alice test, rather than adopt a new test,
then this issue would be inconsequential. This Note is not considering this issue but would
like to emphasis the difficultly of creating new precedent.
160 Supra Section III.
161 See Am. Axle & Mfg. v. Neapco Holdings LLC, 977 F.3d 1379, 1382 (Fed. Cir. 2020)
(Moore, J., concurring) (“As the nation's lone patent court, we are at a loss as to how to
uniformly apply § 101. . . . There is very little about which all twelve of us are unanimous,
especially when it comes to § 101. We were unanimous in our unprecedented plea for
guidance.”).
162 35 U.S.C. § 101.
163 Id.; AM. INTELL. PROP. L. ASS’N, supra note 158, at 4–5 (posing reform to patent eligibility
under 35 U.S.C. § 101 to include inventions that exist “as a whole[,] exists in nature
independent of and prior to any human activity or can be performed solely in the human
mind.”). does the invention exist in nature independent of human activity or can it be
performed solely in the human mind?
164 Id.
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The court must take everything into account and allow the party claiming the
patent an opportunity to supplement their patent; the test can be that simple.
The Axle Test limits the judicial exceptions to § 101 instead of partially
encompassing §§ 102 and 103.165 This ensures that these sections can operate as
written—§ 101 addressing what can be patented, § 102 ensuring that the
invention is novel, and § 103 making sure that the invention is non-obvious.166
b. Difference between the Alice and Axle Test
There are a substantial number of differences between the Alice test and the
proposed Axle Test. The key difference is the definition of the judicial
exceptions. Alice relies on vague, outdated terms: “laws of nature, natural
phenomena, and abstract ideas.”167 The Axle Test relies on terms defined by
actual intellectual property legal practitioners.168
The Axle Test does not lose sight of the original purpose of the judicial
exceptions—preemption.169 Although the test narrows the accepted definition
of judicial exceptions, the Axle Test still ensures that basic concepts are not
preempted while not removing too much from eligibility.170
At step one of the Alice test, the Court tries to fit complex ideas into a binary
decision. Then, at step two, the Court requires subjectivity. The proposed Axle
Test is a black and white dichotomy. One question, yes or no, with no need to

35 U.S.C. § 101. The wording is to ensure that “the eligibility standard is wholly distinct
from the conditions of patentability set forth in Sections 102, 103, and 112.” AM. INTELL.
PROP. L. ASS’N, supra note 158, at 4.
166 35 U.S.C. §§ 101–103.
167 Diamond v. Diehr, 450 U.S. 175, 185 (1981).
168 AM. INTELL. PROP. L. ASS’N, supra note 158 at 4.
169 See Ariosa Diagnostics, Inc. v. Sequenom, Inc., 788 F.3d 1371, 1379 (Fed. Cir. 2015) (“The
Supreme Court has made clear that the principle of preemption is the basis for
the judicial exceptions to patentability.”); see also ChargePoint, Inc. v. SemaConnect, Inc., 920
F.3d 759, 766 (Fed. Cir. 2019) (“This is because ‘the concern that drives’
the judicial exceptions to patentability is ‘one of pre-emption,’ . . . .”) (quoting Alice Corp. v.
CLS Bank Int'l, 573 U.S. 208, 216 (2014)).
170 Supra Section II.B. (“The argument is circular, the Alice test prevents preemption based
on the judicial exceptions, but because everything can be said to connect to a judicial exception
if construed broadly enough the Alice Test effectively preempts all borderline patents.”).
165
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analyze the extent to which the patent’s claim is directed to a judicial exception.
The patent either falls into an exception or does not.171
c. Applying the Axle test to American Axle v. Neapco
The measure of a good test is its application. It is only fitting to apply the Axle
Test to American Axle v. Neapco.
After applying a presumption of patent eligibility, does the patent fall under a
judicial exception? More specifically, does the invention exist in nature
independent of human activity or can it be performed solely in the human
mind?172
Before answering, the factfinder must look at all evidence presented from
both parties, including but not limited to, any testimony provided, exhibits, and
the patent application itself. The factfinder should hopefully have an answer at
this point.
It is clear from the evidence in the briefs that the invention as a whole does
not exist in nature; additionally, it is not something that can be done wholly in
the human mind.173 This would allow the factfinder to determine that the patent
is not subject to a judicial exception, and therefore, remains eligible under §
101.174
IV. CONCLUSION
The Axle Test may not be perfect—it is often hard to tell until something is
put into practice—but the test is definitively better than the current state of
patent eligibility law. The lack of guidance and inconsistent application of the
Alice test makes for confusing jurisprudence.175
The Axle test is designed to address the Alice test’s weaknesses: vagueness
and unrepeatability. The Alice test was vague at both steps.176 At the first step,

See Am. Axle & Mfg. v. Neapco Holdings LLC, 977 F.3d 1379, 1382 (Fed. Cir. 2020)
(Moore, J., concurring) (“[W]e are at a loss as to how to uniformly apply § 101.”).
172 Id.
173 Petition for cert. filed (U.S. Jan. 5, 2021) (No. 20-891); Brief in Opposition at 12, American
Axle & Manufacturing, Inc. v. Neapco Holdings LLC, No. 20-891 (U.S. Jan. 5, 2021).
174 It is very important to note that, although the patent is valid under § 101, this does not
mean that the patent is completely valid. The patent still must be scrutinized under § 102 and
other relevant sections of the Patent Act. This, however, is beyond the scope of the Alice test
as well as the Axle test and, therefore, beyond the scope of this Note.
175 Am. Axle & Mfg. v. Neapco Holdings LLC, 977 F.3d 1379 (Fed. Cir. 2020).
176 Health Discovery Corp. v. Intel Corp., No. 6:20-cv-666-ADA, 2021 U.S. Dist. LEXIS
245515, at *37 (W.D. Tex. Dec. 27, 2021)(“Renewed focus on this question at step one smears
the line separating Alice's first two steps. Could a claim recite an inventive concept without
presenting a specific means or method for improving relevant technology? . . . But the
consequences of Alice's eroding border are on display here . . . .”).
171
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the definition of what constituted a judicial exception was overly broad.177 At the
second step, the test lacked a clear definition of an “inventive concept”, more
specifically, what was enough to qualify as patent eligible.178
The Axle test remedies both issues. The first prong is remedied by the clear
objective definition of judicial exceptions.179 This definition is binary, as
inventions either exist in nature or they do not.180 Similarly, inventions either can
or cannot be done in the mind. 181
The solution to fix the second prong is even easier: eliminate the “amount to
significantly more than the judicial exception” standard.182 The definition
provided by the Axle test makes this issue moot and, therefore, unnecessary.
The other issue with the Alice test was its repeatability, or more accurately its
unrepeatability.183 The Axle test is repeatable. By eliminating the subjective
nature of the Alice test, the Axle test became repeatable. The Axle test addresses
the shortcomings of the Alice test.
Under the Alice test the Federal Circuit was split on whether or not Patent
911 would be eligible. Things were murky at best. Under the Axle test, things are
clear: Patent 911 would be eligible.
The issues with patent eligibility have come to a head with the Federal
Circuit’s decisions in American Axle v. Neapco.184 By granting cert., the Supreme
Court can finally address patent eligibility—clarity that is long overdue.185
Although the Axle Test would be the best solution to resolve these problems, as
long as the Court grants cert., the patent world will be all the better for it.

Bui, supra note 119.
Id.
179 Supra Section III.B.2.A.iii. and accompanying text.
180 AM. INTELL. PROP. L. ASS’N, supra note 158, at 4.
181 Id.
182 USPTO, supra note 6.
183 Fermoyle, supra note 121.
184 See Am. Axle & Mfg. v. Neapco Holdings LLC, 939 F.3d 1355 (Fed. Cir. 2019) (initial
decision by the Federal Circuit); Am. Axle & Mfg. v. Neapco Holdings LLC, 966 F.3d 1294
(Fed. Cir. 2020) (reissued decision); Am. Axle & Mfg. v. Neapco Holdings LLC, 977 F.3d 1379
(Fed. Cir. 2020) (decision to deny hearing en banc).
185 See Jasper L. Tran, Alice at Seven, 101 J. PAT. & TRADEMARK OFF. SOC'Y 454, 455 (2021)
(discussing the seven years that have passed since Alice was decided).
177
178
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V. APPENDIX186

186

U.S. Patent No. 7,774,911B2 (issued Aug. 17, 2010).
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